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DETAILED ACTION 

The examiner has considered the amendment and response filed August 14, 
2008. The examiner has not fount applicants' arguments persuasive; as such, the 
rejection made in the Office Action dated May 18, 2008 has been maintained. Newly 
added claims 12 and 13 are to be included with the previously rejected claims. The 
rejection has been copied below for applicants' convenience. 



2, The Mimin ^ » qmt&mn of 35 UJ-C mA) whfeh hrm the basis Ifer all 
<^vioosn<?s.s rejccdoas sci forth in this Office vtcmn: 



i?itp:de> set fonh in Gmh,m w.JfiMD^m'v Co., :^^3 IIS,. I, IIB USFQ 4S9 (19<?6),, 
tttai «rc applied Iw «stebisshiBg a bttclcgroutJd for ds^termitiifisj; obvkmnes* utd&c 35 

35 U,S,C, .103(a), fhv csumiaesr pix'«amcs tMi the subject ma«<;r of the vssiouji clakm was 
<^mmonJy wmd at the time my mvmmm cmmd ihsmn w«f« smd« »\mt\t my evMe-ece to 
iiic cotiitriiry. .ApplkisysS: i.>j advised e>f ihe obligsiioti ^^sdcr 3? CFR l.% to |X3miotrf the 
»nd mvsOTtkm of etsch clasoi shss wa» mt mtimimily owsssd i« th« tuse a bier iavmtioa wiss 
Mde k arier lor iiss *ssmiMS to «ot5«tder ibe sppMcsbiliiv of 3.5 US^C. imic) mid pcAsftM 35 
IJ J.C. jffi^s), (fj or Cg) prior m imikv M U.S,€. I&3(a|, 



3,. Claim 1-8 m: T^m^ imdcr LIS tlSC. 103(8) as bdng uj^p«tcn«abk ova- Hosoao et »L 



liS'SlJ eqmm^mt .kJ> JP2(mS(mm or Josess (US709H363, IM'm eqmvisimi to 
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JP2(msm7Sn m mS mM, ?mMr m vi«w af imd Mtum al (EPCM>S7ie2, 11*^661 

4, The tsstot clamis are dra^vn to » method for pstsdaei^g acetic acid, e^sipmrng* iif?<w 

caMysf, an. mMdt $.&\t msihyl iodide^ methyl acete, md water; with the fisMowlag metljod 
djafaderistics, wfeldi art% imer aU(t> a pixiduciJOJi tat^ of 1 1 moidtr (sr Use 8c«?aMtiiyie 
coj^tet kept to 500 ppm ot lesst, cafbosi jitosmtde psistid preMUsx? of ii>.S MPs or ssijofi?, mcthj-'l 
acetate of resctioit mixture of 2 peaxrrsf by weigh? or nK>K,% pmductiaa mte of acetaidehyde to 

hm, water contsMof the resctiots mbtyre of 3% hy weight or 

5. U:S'' M4 m [00121 teacte a mc^fead of )^s»k:fcg acetic acid by eaiixjsylatiBg jneihanol 
wnti CO by wsty of a hetm>g©tse<)tJs eatslytfe j^actfea in s hubbl.e coifemn resjetw. kx tM cklms 
l>p19-]3, US'944 feiicHes th»t, the CO pmtM prQ^mm w'uhm ths tm^e of 1.0-2.5 MFa or 
pyefeisMy L?~2,2 Mpa; wlicse act lie acid pnKitsciEivity decreases wbcu tte CO partM p'«;i5«»urc }*> 
feelaw 13 MB»< AM m J&hk I jjage 9 aad m live ssxatiipk*, CO pmM pmsmm x\m u 
1 .BraPa. h\ ih« cbssTiis, feachc?!* ths; <;;ani;cfiSmrio5i af water, 

PS'f44 dlifers fmxn the mimi.- chkm m {W944 bckxg s-iimi mg^rdhxg a| tlte tssshyi 
aeetate eauteEt aftte ressctioB mixture; b) tlie coocsRtratba of aeetaldehyde. 
7- Sor dittes^ertce (a), OS'SB is relied apmi to ieadt thst the conces^ratiosi of trieth^l aceijste 
to be 6J-.5.0 wt%, we.ii a# the optimum wster levd and bydmgen pmM pres..sijre, m the 
cs^rfeonyiadoii reactbs mixtee tor MabtlsmtioEi asid rate eahartca'JieKt pisfpos^^:* (see Table i 
coM, TssIjIc M mB mul t;ol6 liases 
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8. US" 363 k relied upoft So Israeli she advasitage of Aster reaction, s'stre for earbasylic acid 
l>r«£t«eti£}rt imi&g mM\yl t&m&aimimM of 20 wt% feiative t» IOwt% (see examples 
C0l.6-S^j pasticwkdy col? ljfte*10-i5.K 

9. TIjc diScr^sc* (a) w-OttW havv \K&k almms to o-su; ^fmdmsK^' skill ia the ast at tfe time 
of Applicants* 3«v£fitba, sifice methyl acei ate b sifey-pmdisiSt of the imetbsi. 

10. Thy artisasi wmiM hav-e b««R imstivatsxi to oistiimse tte levs;! «f mgiihyl iti'<jtst<; 
c»a«ott»sJtka», mstsx ci*ed pdor m \m skmvn the ji?:al>jMsitk*i> effect md rate aifea.a«eRiettt: 
effect of methyl acetate coftcesttfajioa itt the eafbottylittsoit reacHon ta ttiake aeetJe acid; &nt\ the 
artisan wtsi4 have seaehet^ * i-^jsjiorsable exjjetladw of mafciag nig^eiisc acsd wilts th^s 4e«sired 
parity fi>Uowiag the ©pttsm! coftfisstratioajii ioand ^siTecttve iji art. 

i 1 „ Fof dsfi^fiis^ce f'b), smoasi of ae<!Sakk3i;y<Je, b r^\k4 upon to Jieach ia pjsge 20 

«lsim*s l-!;. a ps"ot:e*>i: <)f psxJilucuig a high purity sccijc mkl mmprmxig coatsnyoiisly ;r«ai;tmg: 
methaaol with carbon moftoxkk in tihe presesice of s. fl:s<KH«fti! <;i5it«^.tyst, mi iodi4& suH, mid methyl 
jodMe, whestiiH ifee rsaetba is £;arde4 mt whiie rnaaatsitniBg un fict'/aM^sfe mm::mtmfmn m 
sfos; ?-esettoa E:pM .si 40<| ppm. m lowest M psfe 4 liae* 3749, tliat U:« wM^it 

content is preferabSy I to 5 weight %. Ib page 4 h'sses 45-46, £f*'<662 states the partial pressure of 
asrtoi svKsftoxide i« pt^ieraMy 4 to 15 alau t» llaes 53«57 page 3, disc«^« tfe«t tk; 

ressuUitjg re-attba liquid of mcrhaaol with carboi^ tjwoxide m the pre^issice »f a rkxIiyBi 
eajsilyst, 8« iodide ssaH; sad meihyl Iodide is M^pt.mm(f ftotn the low v^isstie phase cofstatfiitig iljie 
fk>dim» s&taly$t, i^sifUU^ the wlatMe pftasi^ to obtain a pfodiict: tnJxtam eotstainlag acetk &d.d 
assd the averheasj eoRtairdtsg rsiethyi ssceisste arsd sKethyl iodide, tasd remwukitifig mid wvarliaad 
the teactof-, whefetts the overhead essfSiislRs. acetaldehyde ajid bdkle. In psge 2 49-51, 
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IEF'662 discasses th'M the im-sxckmge rmln for ts^sstkg the mUk mki Is tte pmM(y' ytmv^l^d 

.>7l^'!?r fosM of a imvm~5:^sticd,s:isxl sto:?«g acid cidi^B eschaijge fosss?, 

12. The mssiiJkg diito«8ce of ace^aMehj^de fSoac^ai^'stJM M am p^teasafek;. It k mt 
p-^imiM« bee«y^ sti ifce ikm oi ApplmmW immmm wm made, ii wmld hm<s h^m ofevbu* Set 
a f^si'^son of csrdmar^f sksls in iht itri to adlize the f mee^ steps of US'944 witfe US"8B or US"363 
since tb« ouijot^ftUkm prace$s> of OS*W im the esjuivalejit (mspomtm^ of acetic add, w-^^sr, 
methyl acetate mti mefhyl «>dtd£,. mti ciMiyM syjitetn^ kcWve of ^jiidfisimble PRC's aad other 

13. Om havmg oitSttary ^li id tfee mi xvouid ha'^ Isesm -modvaied uiilsxe &e process steps 

coupled with the oth«r cit«d scicrcriCvS j-mce the c«rlxwyl»lioa r«»«;tioii5> W mdke 

acetb acid is impKmni wSssxti the CO psstisi prsssiisvj *ad aisstkyi scetate coiicet^tfs.tiOR 

miimi th^ immm rasige^s; md ssnc^ tits re^jaion eondltlofjs. are equ{valen.s:j om <>f ordtasi^' «MU in 

the (irt ctn. infer that the aocye acid rcactioja .speed. Md eoitcenimfesis arc similar, 11»e 

a>!Bfe«5aUt>n of the leaeMng* of the cited plor f^femsce* ..slow the eomponeafcs; sre sei^amed 

effieiscbiisif %«th m iwaamed. STV (jspace time yidd) with s:m|Hmt;te.st kept i» the mifsimtms, in 

the csrboaykitias process fbr the prodisctioa of scetk acid smi the srUsa;n is optsmiiTibg 

pjx>ce>>seii within the normal rowfme: of sidapting pnuces^ses th&t work cffectivdy, vtxjuld expect a. 

f«8S0.aahle ex|H?aa(i<«i ofprodudsg acetic acid with km aectaidchy<!e ioyda, 

J» sspji.SS'lsg. k«(>«'« i s:>;;!ssk;i:is.\ mth m i -piisftmng CO psj'siirf iss-®s«{« i.msi;«f fsi^ifeyJ <Kmm,, » a kmm dmcsj (ssssifesS, 

TSs* ciasss wtsSsSd !«!■<!: i'.h'.'j<!?:!.s S^evfSs* "s i>^,;^<>^^ {-.r i>s-;5ji);«;.' sJ;s5' SkS;-- * jS>r!«i jsissSB so i^wssss; thtf kfs<---ws5 ?>fSk''S5S *'sifc« hss; 
i-^' hilt ifftfs^, H'Sbfj hinii- 'H> shsC- vaxiki^-Mi^d iiKOiSS, " Jx jiaieiy 'te iiijf isT wsKi.svs.liot!, vi'^xdiiKy^y Sstii^ S"il 
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14 Claims- ms J4^cic4 widsr S5 0,S.C, 103(a) as being mspsscsualsk -as Ijdsjg 
ssssps-mrslabie over liosono el (US 3O0602Jsl944, IJS'944 eqmvitkm m JP2(Hi42?7297} In 
view ofScotesi et ai (US6303Bi3, US'8i3 ^vfOmt h> JPmSSmMS} m^mm (US709iM3, 
iMfuivakm m JP2(m25m759) aU m IDS atai ISM, kuKhur in view «f ^tnd Mbm al 

fijjlte m view «rOic««g al (US7O0SS4 i . US^ 541) 

15- Cbim l-S are rejected in view of tiie eited prior ail referessees cited as se? foith abova, 
aad SJS'C bcHtded her«itt in thetf cJiHrcty, 

!6, The sBstsKi ciitims are dfsiwji to a meihod for pod^ciag ae&iic mld^ mmptmng, mmr 
glim, mmmmmiy rmctmg msthmoi witli c^rlcni mottoside m the preasiies!: of a stiodiiMsi 
catalyi^ a« iodide: $alf» titsclhyl iodide, methyl ae-eiate, md water; with the fdlbwing Bietlsod 
cSm5a£i©fi«k*>, which are, tm^r aUa, a ^flcj^uctioa rale of 1 1 imi/LJbr or morf ; the «etald.«hy«te 
ctmtetst kepi to 500 ppim or less, carlxm srsjsioxlde pMial pfe^syfe of iM5 MFa or mom, m&hyl 
sie-eMe of seactioa mi^fjire of 2 percent by wsjght or morer, ppoducdoa of acetahlehydc to 
pjodisetioB mte oCaceiie add «t 1/1500 or k«s, Eydmge** pmM. ptmtj^ mier alia, at ICOkFs or 
less, wster eotttesst of tie feactbri. mixture of 3% by weigh.1: cr less. The hMmt ciaism isielttde a 
padficsijoB proeoisA, Tks; said puriBcatioa siep cosspr issj-i. slie ^^epsr atioa of she jargtrl acetic acid 
€o«ipousd fmm iht resctton foy-prodiscSs, treadng tfee acetic acid wirh a silver* or mmsaiy- 
atchaa^l i^k-J iizmi, m well as the recovery aad recycUsig of catalyst sy^sem mi rmcimi$ 
rmrnhh to aygo^est visijia otateyials, 

!7. US' 541 J in oahmn 6 Hues i- 67 eoMimrfsg to eotem,'* ?-S limi I 68, tesche* Aal. la tbe 
c-arl)onvlMioa feactioji to form aeetk ad4. the reactba mistMi'e of metisaao.! m4 catlxm. 
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RktKioxide is eoMfeuoaisly fed to » reaotor in wfefch desired prist pre-issure aicmbm vmmxv^ 
is msifttai.nc4 ll^e iiKca^jdfttion ajid level ctf itnpuritjes or FRC's; (pasKSRpsmic ifedjscttig 
compooeRts, like acetalddsyde) are k-ept. to a mimmum;. whes'eby the rc-actfea mkmre is 
too product acetic mid md lighiw com|>o»ci"as of rvsic&oa inixtuf^, th^ liSElcr 
comd»B5g mmil\- mum mi md mMj^t m&f s^cyckd bacl: s« tke V^isais lh>m llsje 

fissher ms fed to & splitte, wli^rc ovcrtiead vaposs arc csjadmscd aid s^pitmtsjii into light 
aqueoas phm& sand a heavy argaaic pha^ The llglsj jstpsjous ptm^ mntMtm wafer, acetic «ci4 
mefenoi, mtthyl iodide and misiijyl acetate md msm PRCs, lite hcjsvy orgssdc ptesic cmriski* 
tmMy mctisyl i.o<lidc s^d meihyi aceMc, whkib jmy l>c «h^yci«4 m k or dtcr %iiicf piocmisg. 
The Hghi asiycoos phasjc is ij'picislly msd m mfhxx atid a porUm r&syded back ih^. rmcfimf 
seetim, wh&m typh&By ». firs-t dl^Hlbtbtt oobmsi mn» to separate tisc teette of » lighser 
overhead cortjpmiBg acetaldsbydc, ^■^tlsyl ii>didc! md methyl aoeiate from the heavi«:r faction 
0om|*Hsing acetic; acid mi water which is mcyckd to the pwijmiimn s^ecikm. }n ifines 4i"6S 
colutm 7, OS' 541 dctocates- isc s^ep^s C0m{>o«<M(s isssr^^tss, compmi^g ¥t>htik mid km^ 
voUttik mm^mnmtji s&pmU&d hy M imst nm dmtiUMim st^, ife VfflMk mmixmeMt 
compnsifig iictnk: acM, wuier, tm^thyt (i(:i-m?:e muf meihvt hidids, im<i ^h^ hw-^wHifiiie c<mp0nef}f 
ciimpmmg ike imuim system md Ike PRC 's (mrhmyi {mpMfiii.es) by sitejH*'j»e tilu^txaim of 
Itoe^ Hlpr^ tlicrelii tRctosive M the dkfsfktkm &)hfmm md fc&i^iice to fimker ^mm:Ming steps:, 
US 541 teacfe«!S> ttK? acetic pfodtscttort mt«s of 15 g^rml/l/hf of l«M than 2,0% water, using 
rfeodiam or rfeoditmi'lridi^iim catsslyss-is wiih methyl acct&tc Ccoiamrt 4 lims 48-53); wktm the 
methyl aCiriiite levels sire 1,0-30% (croltOTB 6 ijties 18-^23), US" 54:? icadics the ooatssyeiiS 
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c-srbonylatbn praccM to cofuprise rcsetioR, pu:rfflc8tb«* mi off-gss- limtmcBt ssctioM {colttim 
7 !tf?es 4 1 '43). 

18, It would feavig been obvbiis k> <me of ardtoiary ^sfelll M. tlie art at the ttsse »C Applleatiss' 
iavrntioa la Ikitte uliike s puriieafeo psrocess to optimkc qiwality of ib« desired md 
ptoikictf mchiiiiug th« recye:!*; and r««ji« of aarsi&cteif raatettals, 

19, lbs miiam wmM. iiave teMj, Eiotivatcd m optimim the purity of Ms eiid^pajdycl, idr 
qaality prposg:?* and recyds/reose tmrefidsJd mamriab to defmy QSLpksL\ costs sljhI reach a 
roas-esa£!.bie expeciation of m4s.ki»g tbe ^esjrecl aceic actd with excellent parity, 

20, Tli-e combissstiora of the tsi&chiags of ih^ owd ptks>r m r^f^rmc^^ are Mt\y mg^^^tim of 
th$ p{imi,/bci€ tsbvhmxtmii of th« aiaUat •cla.tss'js, recited. 



Response to Arguments 

Applicant's arguments filed August 14, 2008 have been fully considered but they 
are not persuasive. With regard to Hosono et al (US '944) applicants argue that the 
claims as amendment require a homogeneous catalyst, while Hosono et al teach a 
heterogeneous catalyst, and therefore, Hosono et al constitutes a teaching away from 
the claimed invention. With regard to Scates et al (US '813), applicants argue that the 
low hydrogen partial pressure taught by Scates et al would make it difficult to achieve 
sufficient catalyst activity and therefore, it would have been impossible to achieve the 
claimed production rate of acetic acid while keeping the ratio of the production rate of 
acetaldehyde at the claimed rate. Regarding Jones (US '363) applicants again argue 
that the heterogeneous catalyst taught therein is a teaching away from the claimed 
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invention. Applicants go on to argue tine difference in reaction parameters of the 
remaining reference and why based on those teachings, the artisan would not have 
arrived at the claimed production rate of acetic acid while keeping the ratio of the 
production rate of acetaldehyde at the claimed rate. 

The examiner does not find these arguments persuasive. First, Hosono et al 
teach a carbon monoxide partial pressure that meets the claim limitation and teaches 
that when the carbon monoxide partial pressure is below 1 .0 MPa, the production of 
acetic acid decreases. Scates et al teach a homogeneous catalyst and teaches a 
methyl acetate content of the reaction mixture at a preferable range of 0.5 to 5 wt % for 
a stabilizing and rate enhancement effect. Jones et al was mentioned by the examiner 
as another teaching that the concentration of methyl acetate in the reaction mixture has 
an effect on the reaction rate for carboxylic acid production. Finally, Miura et al (US 
'662) was cited by the examiner as a general teaching that it is of benefit to keep the 
concentration of acetaldehyde in the reaction mixture low, specifically to 400 ppm or 
less, and also teaches a water concentration of 1 to 5 wt%. 

The combination of reference teachings would have lead a person having 
ordinary skill in the art to the conclusion that this type of reaction for making acetic acid 
can be conducted using either a homogeneous catalyst or a heterogeneous catalyst 
and still expect acetic acid to be produced. The examiner contends that at the time of 
the present invention, a person having ordinary skill in the art would have been able to 
look to the combination of reference teachings and arrived at a process that would have 
employed a carbon monoxide partial pressure, hydrogen partial pressure, methyl 
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acetate content, water content, production rate and concentration of acetaldehyde that 
may be contained in the reaction mixture, etc., that would have allowed such a person 
to derive the best possible reaction parameters for producing acetic acid efficiently. The 
instant claims appear to be a combination of art-recognized reaction parameters that 
when employed in unison would have had the obvious and desired effect of enhancing 
the production of acetic acid while keeping the formation of by-products and initiation of 
side reactions low. As such, the examiner contends that the rejection of record does 
indeed render the claimed invention phma facie obvious, since there is no claimed 
element or combination of elements that leads to results that a person having ordinary 
skill in the art would have found unexpected. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
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272-0649. The examiner can normally be reached on M-F 8:30-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel Sullivan can be reached on 571-272-0779. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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